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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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4) 13 Claim(s) l^S is/are pending in the application. 
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Application Papers 
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DETAILED ACTION 

Claims 1-5 are pending, and examined on the merits. 

Priority 

Acknowledgment is made of applicant's claim for foreign priority based on an 
application filed in the Republic of Korea on 12/02/2002. It is noted, however, that 
applicant has not filed a certified copy of the 10-2002-0076022 application and 
translation as required by 35 U.S.C. 119(b). 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(a) as being anticipated by Kim 
et a! (J Invest Dermatology, November 2003, 121:1135-1137). 

Claims 1 and 2 are drawn to a composition comprising 
tetraacetylphytosphingosine. 
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Kim et al describe a composition comprising tetraacetylphytosphingosine 
(Figure 1). Kim et al do not disclose that tetraacetylphytosphingosine is an inhibitor of 
angiogenesis, However, since the claimed active ingredient and the active ingredient in 
Kim et al are the same, the composition of Kim et al would inherently be an inhibitor of 
angiogenesis. For art rejection purpose tetraacetylphytosphingosine can be used for 
the intended use as recited in the instant claim 2. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Jackson et al (US Patent 5,578,641, issued Nov 26, 1996). 

Claims 1 and 2 are drawn to a composition comprising 
tetraacetylphytosphingosine. 

Claim 1 of Jackson et al teaches a composition comprising 
tetraacetylphytosphingosine. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the Invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kim 
et al as applied to claims 1 and 2 above, and further in view of Korea Atomic Energy 
Research Institute (WO 03/097631 , published Nov 27, 2003). 

Claims 3-5 are drawn to a kit for treating cancer comprising 
tetraacetylphytosphingosine. a spingolipid derivative as an anti-cancer drug, and an 
irradiator. 

Kim et al describe a composition comprising tetraacetylphytosphingosine. 

Kim et al does not disclose a spingolipid derivative and an irradiator. 

Korea Atomic Energy Research Institute discloses that N-acetylphytosphingosine 
increases the radiation induced apoptosis in Lewis Lung Carcinoma cells (Example 2 , 
page 9). 

One of ordinary skill in the art would have been motivated to apply Korea Atomic 
Energy Research Institute's composition comprising N-acetylphytosphingosine and 
irradiator with Kim et al's composition comprising tetraacetylphytosphingosine because 
both compositions are able to induce apoptosis. It would have been prima facie obvious 
to combine Kim et al's composition comprising tetraacetylphytosphingosine with Korea 
Atomic Energy Research Institute's composition comprising N-acetylphytosphingosine 
and irradiator to induce apoptosis in cancer cells. 
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Summary 

No claims allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mark Halvorson, PhD whose telephone number is (571) 
272-6539. The examiner can normally be reached on Monday through Friday from 
8:30am to 5 pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Jeffrey Siew, can be reached at (571) 272-0787. The fax phone 
number for this Art Unit is (571) 273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Mark Halvorson, PhD 
Patent Examiner 
571-272-6539 



